
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



j APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


1 ATTORNEY DOCKET NO. 


CONFIRMATION NO. j 


10/056,490 


01/24/2002 


Allan S. Myerson 


14960.002USB 


4950 



22870 7590 05/07/2004 

technoprop colton, l.l.c. 

P O BOX 567685 
ATLANTA, GA 311567685 



EXAMINER 



RUSSEL, JEFFREY E 



ART UNIT 



PAPER NUMBER 



1654 

DATE MAILED: 05/07/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/056,490 


Applicant(s) 

MYERSON ET AL. 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)M Responsive to communication(s) filed on 31 March 2004 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [X] Claim(s) 11 and 14-18 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) KI Claim(s) 1± is/are allowed. 

6) KI Claim(s) 14-18 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

^0)M The drawing(s) filed on 24 January 2002 and 11 April 2002 is/are: a)IEl accepted or b)D objected to by the 
Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) M The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date 



1) 
2) 
3) 



Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) D Notice of Informal Patent Application (PTO-152) 
Paper No(s)/Mail Date . 6) □ Other: . 
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1. Applicants' claim for priority set forth at page 1, lines 5-7, is objected to because this 
application contains new matter with respect to the disclosure of the parent application. For 
example, the disclosure at page 8, lines 13-17, of the instant specification and of claim 1, step c, 
is not found in the disclosure of the parent application. The disclosure at page 14, lines 22-24, of 
the instant specification is changed with respect to the disclosure at page 15, lines 1-3, of the 
parent application. Accordingly, this application is a continuation-in-part rather than a 
continuation of parent application 09/694,404. Because of the presence of this new matter in this 
application, Applicants are not entitled to rely upon a photocopy of the declaration under 37 CFR 
1.63 filed in the parent application, and must instead submit a new oath or declaration under 37 
CFR 1.63 along with the surcharge under 37 CFR 1. 16(e). See MPEP 201.06(c) under 
"Examination", third paragraph. 

The status of parent application 09/694,404 should be updated in any claim for priority 
submitted in this application. 
Correction is required. 

The benefit claim filed on September 8, 2003 was not entered because the required 
reference was not timely filed within the time period set forth in 37 CFR 1 .78(a)(2) or (a)(5). If 
the application is an application filed under 35 U.S.C. 1 1 1(a) on or after November 29, 2000, the 
reference to the prior application must be submitted during the pendency of the application and 
within the later of four months from the actual filing date of the application or sixteen months 
from the filing date of the prior application. If the application is a nonprovisional application 
which entered the national stage from an international application filed on or after November 29, 
2000, after compliance with 35 U.S.C. 371, the reference to the prior application must be made 
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during the pendency of the application and within the later of four months from the date on 
which the national stage commenced under 35 U.S.C. 371(b) or (f) or sixteen months from the 
filing date of the prior application. See 37 CFR 178(a)(2)(h) and (a)(5)(h). If applicant desires 
priority under 35 U.S.C. 120 based upon a previously filed application, applicant must file a 
petition for an unintentionally delayed benefit claim under 37 CFR 1.78(a)(3) or (a)(6). The 
petition must be accompanied by: (1) the reference required by 35 U.S.C. 120 or 1 19(e) and 37 
CFR 1.78(a)(2) or (a)(5) to the prior application (unless previously submitted); (2) a surcharge 
under 37 CFR 1. 17(t); and (3) a statement that the entire delay between the date the claim was 
due under 37 CFR 1 .78(a)(2) or (a)(5) and the date the claim was filed was unintentional. The 
Director may require additional information where there is a question whether the delay was 
unintentional. The petition should be addressed to: Mail Stop Petition, Commissioner for 
Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450. 

Note that the requirement to petition applies when the relationship between parent 
applications is incorrectly stated, as well as when a priority claim is completely missing from an 
application. See the Notice by Deputy Commissioner Kunin dated February 24, 2003, at 
http://www.uspto.gov/web/oflfices/pac/dapp/opla/preognotice/benefitclaims.pdf. 

The proposed amendment to the priority claim filed September 8, 2003 will overcome the 
above objection once the amendment can be entered. 

2. Claims 14-18 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. There is no antecedent basis in the independent claim for the phrase "the laser 
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beam" in claims 14-18. Note that the independent claim was amended to recite "laser" rather 
than "laser beam". 

3. Applicant's arguments filed March 3 1, 2004 have been fully considered but they are not 
persuasive. 

Applicants did not respond to the objection to the claim for priority set forth in section of 
1 of the previous Office action and repeated in section 1 above. In addition, the declarations 
under 37 CFR 1.63 filed March 31, 2004 will not be sufficient to satisfy the requirement for a 
new oath or declaration because they improperly refer to the amendment filed September 5, 
2003, which contains new matter. See 37 CFR 1.67(b). 

4. Claim 1 1 is allowed. Claims 14-18 would be allowable if rewritten or amended to 
overcome the rejection(s) under 35 U.S. C. 112, second paragraph, set forth in this Office action. 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 . 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey E. Russel at telephone number (571) 272-0969. The 
examiner can normally be reached on Monday-Thursday from 8:30 A.M. to 6:00 P.M. The 
examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor Brenda Brumback can be reached at (571) 272-0961. The fax number for formal 
communications to be entered into the record is (703) 872-9306; for informal communications 
such as proposed amendments, the fax number (571) 273-0969 can be used. The telephone 
number for the Technology Center 1600 receptionist is (571) 272-1600. 
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